Foreign Patents
[From: Konold et al., “What Every Engineer Should Know About Patents]

Patents are grants from the government, whether it be the Government of the United States as is the case with a United States patent, or the Republic of France in the case of a French patent. Since the some 200 or more governments which comprise the world today are all sovereign nations, their respective laws, and hence the patents granted pursuant thereto, can extend only to, and not beyond their respective geographic boundaries. Thus a patent granted by one country can have no direct legal effect on the activities of a person in another country. Simply stated, the patents granted by a country, like its laws, have no extraterritorial effect.

Considering the United States as illustrative, the grant of a patent on an invention by the U.S. Government enables the owner, whether he be a U.S. citizen or alien, to exclude anyone from making, using, or selling the invention in the United States (and its territories and possessions). The owner of a United States patent can stop others from manufacturing in the United States articles covered by the patent even though the prod​ucts are contemplated for use and sale abroad. Similarly, the owner of a U.S. patent can stop the sale or use in the United States of articles cov​ered by his patent whether manufactured in the United States or abroad.  However, the holder of a U.S. patent cannot by virtue of that patent prevent a Canadian manufacturer from manufacturing and selling in Canada to Canadian users products patented in the United States nor the export of Canadian-manufactured goods to users in Mexico.

If there is a substantial foreign market for a product patented in the United States and the foreign market is likely to be exploited by a foreign manufacturer, you should consider seeking foreign patent protection. Exactly in which country or countries you seek patent protection will depend, to a large extent, on the location of the particular foreign market and the location of foreign manufacturers capable of satisfying the needs of that market. For example, if there is a market for the product throughout Europe and the product is such that it could likely be manufactured in any one or more European countries for distribution in the country of manufacture as well as in neighboring European countries, then you will have to obtain foreign patents in each European country to preclude sale and use of the product in each European country.

On the other hand, if the market is throughout Europe but by reason of the technology involved the product is likely only to be manufactured in a single country, e.g., Germany, although exported to the rest of Europe, then you can likely preclude exploitation of the market for your product throughout Europe by obtaining and maintaining only a single foreign patent, namely, in  Germany. Although the German patent will enable you to stop manufacture only in Germany, this is adequate under the assumed facts since only a West German company has the tech​nology to manufacture the product.

Often the cost of a foreign patent approximates, and in many cases ex​ceeds, the cost of obtaining a patent in the United States. It may not be economically feasible to obtain patents in every country where you may need one to protect the market for your product. If such is the case, you will have to select those  countries having the biggest market and/or where the most formidable competitors exist and file on a selective basis in only those countries.

Sometimes, your company has a marketing organization in only a certain select number of foreign countries even though there may be a market for your company's product in a number of other countries. In such case, you will typically find that your company will seek foreign patent protection only in those countries where it has an established marketing organization. This makes sense since a company usually obtains foreign patents to avoid foreign competition. For example, consider the situation wherein a market for your product exists in Australia but for one reason or another you have no marketing organization there and do not con​template having one. In this situation, you would not likely obtain an Australian patent. Sales in Australia of products incorporating your invention, even though by another, are not really "lost sales" for you since you have no marketing organization there to get the sales anyway.

As is apparent from the foregoing, as a general rule a company does not usually obtain foreign patents in countries where it is not itself competing for sales. One principal exception to this general rule, however, is in those situations where a company has substantial prospects for licensing patents in a particular country even though it does not itself market there. Some companies are very active in the area of patent licensing and generate substantial revenues from it. For such companies, it is natural to obtain a patent in any country where there is substantial licensing potential.

The patent laws of the various foreign countries differ to a large degree. Also, the laws of the various countries undergo continual change. In the final analysis, you will always find it best when considering patent​ing in a particular foreign country to consult your patent lawyer, who can then focus on the intricacies of the patent laws of that country and advise you. Without getting into specifics, there are, however, some generaliza​tions to be made about foreign patenting which will give you insight into the kinds of problems that arise and with respect to which decisions must be made.

In the United States it is not possible to obtain a valid patent if, more than one year before the effective filing date of the United States patent application, the invention was described in a printed publication published anywhere in the world or the invention was in non-experimental public use in the United States. The same is true in Canada except that there is a two-year grace period permitted within which to file rather than one year as in the United States.

Some countries are more lenient than those discussed above while others are stricter. Illustrative of countries where the rules are stricter are France, Italy, West Germany, Great Britain, Israel, Mexico, and the Scandinavian countries. In these countries a valid patent cannot be obtained if, any time before the effective filing date of a foreign patent, the invention was described in a printed publication available anywhere in the world or was known or used anywhere in the world. These latter countries and others like them are known as "absolute novelty" countries. Thus, unlike the United States, in France, Italy, West Germany, Great Britain, Israel, Mexico, and the Scandinavian countries, for example, knowledge or use of the invention anywhere in the world, any time, even one day prior to the effective filing date of the patent, will bar issuance of a valid patent.

In view of the one-year grace period provided by the United States patent laws, a company often will first test-market a product for six or eight months and, if it proves a commercial success, seek a U.S. patent. As long as the U.S. patent application is filed within one year of the first non-experimental commercial use of the invention which, to be on the safe side, will usually be considered the first offer for sale (even though the product may not actually have been sold) or public use or public dis​closure, a valid U.S. patent results. However, since the absolute novelty countries such as France, Italy, Mexico, West Germany, Great Britain, Israel, and the Scandinavian countries require that the effective filing date of the patent be prior to public disclosure of the invention anywhere in the world (vis-à-vis, within one year following public disclosure), test marketing in the United States will bar obtaining a valid patent in these strict novelty countries if it is done prior to the filing date of the U.S. patent.

Thus, if you contemplate obtaining valid patent protection in any of the strict novelty countries in addition to protection in the United States, you must file the U.S. patent application prior to any public use, dis​closure, or sale of the invention in the United States. Of course, if you do not contemplate obtaining patent protection in a strict novelty country but rather only in countries having laws patterned after the United States where there is a grace period within which to file for a patent after public use, e.g., Canada, or in countries more lenient than the United States in this regard, then you can test-market your product in the United States and file for a U.S. patent within the one-year grace period if the product proves successful. The grace period is a changing situation. Consult your patent lawyer for updated law.

Once an initial selection is made of those countries where foreign patents will be sought, based on marketing and/or licensing considerations abroad, there are other factors in addition to cost to consider which may cause you to further limit the number of countries where you seek patents. For example, in some countries, the degree of unobviousness or quantum of advance in technology needed for grant of a patent is exceedingly high, whereas in other countries the standard by which patentable inventions are measured is relatively low.

It is interesting to note that in those countries requiring relatively high degree of inventive merit for the grant of a patent, e.g., West Germany, when a patent is obtained and subsequently asserted against an infringer, the validity of the patent is typically upheld by the court and accorded a fairly broad scope. In those countries in which patents are relatively easily obtained, a larger percentage of patents are invalidated by the courts or the scope of protection restricted.

Perhaps the single most important factor in deciding in which countries foreign patent applications will be filed is the expense involved. One might think that once a patent application has been drafted and prepared for filing in one country, the cost of obtaining and maintaining foreign patent protection would be relatively modest, involving little more than a "routine" duplication of effort abroad. Unfortunately, this is not the case. In analyzing the cost of foreign patents, there are a number of factors to consider. First, if protection is sought in a non-English-speaking country, a translation of the patent application into the language of the foreign country of interest will be required. This is a significant expense, particu​larly for a patent application which has a lengthy specification.

In addition, in most countries the claims and, in many cases, the intro​ductory portion of the patent application will have to be reworked to place them in a form consistent with the requirements of the different foreign countries, which often is quite different from that of the United States.

If the country is one where examination of the invention with respect to novelty is required, i.e., an examination is made to determine if the invention is non-obvious over the prior art, as in the United States, signif​icant expense can be expected while the application is pending. The foreign Patent Examiner will cite prior patents and publications. These will have to be studied and arguments presented to distinguish the inven​tion over them. In addition, it may be necessary to amend the claims to distinguish over the prior technology, particularly where it is a foreign patent which may not have been cited during the pendency of the corre​sponding United States application. These activities cost money. On the other hand, in those countries where the invention is not examined with respect to prior technology but only with respect to formalities such as whether the claimed invention falls within one of the categories of inventions for which patents are granted, whether a single invention is claimed or a plurality of inventions, etc., there will usually be only min​imal expense during pendency of the patent application.

Finally, in the vast majority of foreign countries annual taxes or mainte​nance fees must be paid to avoid lapse of the patent. Typically, the annual fees increase in size each year; in some countries reaching as high as several thousand dollars the last year. As a matter of interest, the theory behind renewal or maintenance fees is that patents on inventions which are of no commercial interest to the owner will be permitted to lapse and the subject matter thereof fall into the public domain available for non-in​fringing use by all. Further justification of renewal fees, particularly in examination countries, is that the cost to the government of granting a patent is greater than the fees paid during the examination phase and this excess cost should be borne in the form of annuity fees by those who benefit from the system, namely, by those who obtain patents.

Thus, when considering the cost of patenting abroad, one cannot consider only the cost of filing the foreign application, such as government filing fees, translation costs, and reworking the introduction and claims of the patent application to place them in compliance with foreign patent practice, but also the cost of doing battle with the foreign Patent Exam​iner in those countries where the invention is subjected to an examination for novelty prior to granting the patent and the escalating annual renewal or maintenance fees which must be paid throughout the life of the patent to prevent it from lapsing.

Although perhaps not influencing the decision as to where to seek patent protection, there are a number of other differences in the patent laws between the United States and foreign countries of which you should be aware. For example, in the United States the duration of a patent is measured from the date it is granted, whereas in some foreign countries the life of a patent is measured from the date the patent application was flied, which may be anywhere from one to three years or more prior to the patent issue or grant date. In many foreign countries, the duration of the patent is not 17 years, as the United States, but may be a lesser period, e.g., 15 years, or a greater period, e.g., 20 years.

Some countries automatically publish a patent application within a pre​determined time after filing, e.g., 18 months from the filing date of either the foreign application or its U.S. counterpart. In some situations where obtaining a patent is problematical due to questionable merit of the invention, it may be to your advantage to forego foreign filing and the attendant publication, and instead maintain the invention as a trade secret. In this way, although you do not get a patent, you also do not end up publishing it.

Not all countries grant patents on all inventions For example, the Scandi​navian countries do not grant patents on drugs. By way of contrast, in the United States pharmaceutical patents are routinely granted and have proven to be extremely valuable in many cases.

In some countries which require examination as to novelty before granting a patent, the novelty examination is not automatic but rather only done at the request of the applicant. In such countries, the expense of the novelty examination and the preparation of arguments and amendments to the claims to distinguish over cited prior technology may be deferred until such time as it appears that the actual grant of a patent in that country is absolutely necessary. In other countries, which provide for a novelty examination before the grant of a patent, the novelty examination is automatic and cannot be deferred, as is the case in the United States.

Unlike the United States, a number of foreign countries have what is known as opposition proceedings, whereby a patent application, after it has been examined by the Patent Office and found to be worthy of issuance, is published for a specified period, e.g., three months, within which time any interested party can oppose issuance of the application, e.g., on the ground of obviousness over a prior patent not considered by the Examiner. The Scandinavian countries and West Germany are illustrative of only a few of the many countries providing for opposition. In Great Britain there is a proceeding after issuance of a patent, termed a revocation proceeding, which in many respects is like an opposition.

Another contrast of interest between the U.S. patent system and that of many foreign countries is that in the United States if different parties on different dates file patent applications for the same invention, an inter​ference proceeding is instituted to determine which patty made the invention first. Thus, in the United States the person who ultimately gets the patent (where two or more persons filed application for the same invention) is the one who proves he made the invention first, whereas most foreign countries do not have an interference proceeding or anything equivalent to it but rather decide who gets the patent on the basis of which party filed his application first. Thus in most foreign countries the party who has the earlier effective filing date is the patty who gets the patent.

Some countries also have what is known as a working requirement. In a country having such a requirement, unless a patented invention is com​mercialized in the country granting the patent within a specified period from grant, e.g., three years, the patent is subject to revocation or com​pulsory licensing at a scheduled royalty to anyone who applies to that country's Patent Office for a license. The United States has no such requirement or anything comparable to it.

In a rather limited number of countries, of which Germany and Japan are the most industrialized, petty patents are available. A petty patent is inferior to a conventional patent in terms of the duration of the patent and the types of inventions which can be covered. There is, however, a corresponding reduction, when compared to a conventional patent, of the degree of inventive merit required to obtain a petty patent.

In a number of countries, Canada and the United States being notable exceptions, a patent owner may obtain a patent of addition on a mod​ification of his basic patented invention, which modification does not itself represent a sufficiently non-obvious advance to justify grant of a regular patent. The term of a patent of addition is usually limited to the unexpired term of the principal patent although there are some excep​tions.

In approximately 25 countries, most of which are Central or South Ameri​can, patents of importation may be obtained.  In effect, a patent of importation is the registration in that country of the first patent obtained elsewhere on the invention and usually can be obtained if the invention described in the patent of importation had not previously been publicly used in the country where the patent of importation is sought. Publica​tion of the invention, such as by the grant of the first patent, will not act as a bar to a patent of importation. As a general rule, the duration of a patent of importation will be coextensive with the unexpired term of the foreign patent upon which it is based.

No discussion of foreign patents would be complete without mention of present and prospective treaties which exist among various nations which bear on patenting abroad. Perhaps the oldest and most well known is the Paris Convention of 1883, revised numerous times with the latest being in Stockholm in 1967. By the terms of the Paris Convention, a second ap​plication filed in a "convention country," i.e., a country which ratified and thereby became a member of the convention, within 12 months after the filing of the first application in any other convention country has the same force and effect in the second country as if it had been filed simul​taneously with the first-filed application. The practical effect is to give an applicant who has filed in his home country (or any other country) one year within which to file applications in other countries. Of course, the one-year grace period provided by the Paris Convention will not preclude barring of protection in the strict novelty countries if, prior to the filing of the first application, the invention was publicly known or published anywhere in the world.

The African and Malagasy Union, to which over 10 African countries, all previously members of the French community, have become members, is the first instance anywhere in the world where separate and independent countries have created a patent law which facilitates the grant of a single multinational patent covering all member countries. There are also other treaties in various stages of negotiation and ratification directed to inter​national cooperation in filing and granting other forms of multinational patents.

The Patent Cooperation Treaty (PCT) purports to simplify filing of patent applications in many member countries. In the PCT, a single patent application is filed and searched in a single designated office, such as the United States Receiving Office located in the U.S. Patent and Trade​mark Office in Arlington, Virginia. Thereafter, the application and PCT search report are forwarded to each designated country for national patent proceedings.

Alternatively, under new procedures, referred to as PCT-Chapter II proce​dures, a single examination to determine patentability can also be con​ducted and the patentability report also sent to each designated country. This can eliminate major prosecution expenses in each country. It is hoped, but not yet fully established, that each member country will simply accept the examination and patentability report and proceed to issue, without further question, patents on those applications favorably examined.

The final result under the PCT procedures is the issuance of a number of different "national" patents, one issuing from each designated country based on the original single application. All generally gain the benefit of the U.S. filing date, so that intervening disclosures of the invention do not invalidate the foreign patent, even though they were later filed.

Under the PCT, certain fees and costs to be incurred for each country can be deferred. This permits an early filing, but with a deferment of costs for a time period perhaps sufficient to analyze the commercial performance of the invention before committing significant patent costs to a particular country. Thus, filing for foreign protection in all PCT countries at minimal cost can be accomplished at an early time before any non-confidential dis​closures of the invention (which would invalidate a patent) while delaying commitment of significant fees until a later time. The opportunity to get a search report, and perhaps a patentability report, on the claims before the designation and other fees are due can help in determining whether or not to commit the fees to proceed in the various countries. Where early issuance of a patent is not a major factor, this proceeding results in both cost deferral and ultimate savings as compared to the old system of a national filing for each foreign country.

The new PCT-Chapter II procedures permit patent owners to more closely and more flexibly manage their patent rights and properties in the PCT member countries than ever before. Programs of protection can be more economically tailored for each invention, and significant fees and expenses delayed and uncommitted for time periods up to some thirty months, adequate in many cases to permit commercial tests of the product market prior to commitment. Consolidation of an international search report, patentability report and prosecution expenses for PCT members can save substantial amounts compared to past procedures. In the final analysis, each case should be managed on an individual basis so that the patent owner can secure the most benefit from its intellectual property dollar. The flexibility and cost savings provided by the new PCT procedures will be very helpful in this effort where multiple countries are involved.

The European Patent Convention (EPC) of 1973, signed by over 11 European nations and effective starting in 1978, provides a single pro​cedure for the grant of patents enforceable in selected designated member countries. An applicant can request that a "European convention patent" be granted for one or more specifically designated member countries upon payment of the appropriate fee.  Once granted, a European convention patent will have the same effect in a designated country and will be subject to the same conditions as a national patent granted by that country.  In the EPC, costs are generally incurred more quickly than in PCT. These are offset by the later savings in prosecution, since only one application is prosecuted to mature into a single patent covering numerous countries.

The EPC and the PCT recognize the existence of each other. There is the possibility of combining their benefits so as to obtain patent protection in each country on your list (non-PCT countries excluded) even though a country may not be a member of both. This permits taking advantage of certain cost savings and fee deferments of the PCT, even for the EPC member countries.

Both the PCT and EPC provide certain filing economies for patent applica​tions directed to their member countries, although their procedures are somewhat different. The procedures for both the PCT and EPC are complex and have many variations. A review of the scope of domestic and international protection should ultimately be made concurrently with the disclosure of each new invention to patent counsel so that a plan can be programmed most efficiently for each case.  It still remains to be seen whether patents covering or designating multiple countries under these conventions and treaties will really constitute overall economic, commercial, or legal advantages or disadvantages over separate national patents.

Again, and in view of the varying laws of each country, an inventor or company must keep in mind that where foreign protection is desired, it is critical to file the U.S. (or PCT patent application) prior to any non-confidential disclosure of the invention. If the invention is disclosed non-confidentially in any manner prior to an appropriate patent applica​tion filing, the right to obtain any valid foreign patent m most countries will be lost.
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